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Arthur D. Duran 



Applicant requests review of the final rejection in the above-identified application. No amendments are being filed 
with this request. 



This request is being filed with a notice of appeal. 



The review is requested for the reason(s) stated on the attached sheet(s). 
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UNITED STATES PATENT AND TRADEMARK OFFICE 



Inventors: Diane R. Hammer stad Examiner: Arthur Duran 
Application No: 09/768,990 Group Art Unit: 3622 

Filing Date: Jan 23, 2001 Confirmation No: 4199 

Title: Delivery Of Time Significant Advertising 

PRE-APPEAL BRIEF REQUEST FOR REVIEW 

Applicant requests review of the final rejection in the above identified application. No 
amendments are filed with this request. This request is filed with a Pre- Appeal Brief Request 
for Review and a Notice of Appeal. 

REMARKS SUPPORTING REQUEST FOR REVIEW 

Summary 

The claims have been finally rejected under 35 USC 103(a) as being unpatentable 
over three references, one of which Applicant contends is not prior art. In response to the 
final Office Action, Applicant filed an affidavit under 3 7 CFR 1.131 and provided an internal 
company invention disclosure form as evidence of an early internal disclosure of Applicant's 
invention. Examiner's Advisory Action of 12/22/05 misstates the period of time between the 
priority date of Applicant's application and the priority date of the relied-upon reference. 
Examiner's Advisory Action of 12/22/05 further misstates the requirements regarding 
diligence. Examiner's Advisory Action of 12/22/05 is missing an explanation of a deficiency 
in the showing of the conception of Applicant's invention. Examiner's Advisory Action of 
12/22/05 is further missing an explanation of the lack of showing of the alleged reduction to 
practice. 

Status of the Application 

The Application has been finally rejected under 35 USC 103(a) as being unpatentable 
over USP 5,937,392 to Alberts ("Alberts") in view of USP 6,047,327 to Tso et al. ("Tso") in 
view of US Patent Application No. 2002/0082912 to Batachia ("Batachia"). In the Office 
Action mailed 10/31/05, Examiner stated that Applicant's Amendment filed on 9/26/05 was 
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sufficient to overcome the prior rejection. See O.A. 10/31/05, p. 2, "Response to 
Amendment". The prior rejection (Office Action, mailed 5/20/05) rejected all claims under 
35 USC 103(a) as being unpatentable over Alberts in view of Tso. See O.A. 5/20/05, pp. 5 
and 8. Therefore, Applicant concludes that Examiner believes the new combination including 
Batachia of the final office action brings additional teachings that make obvious claims 1-6 
and 9-13. But, the Batachia is not prior art and therefore cannot be entangled with Alberts 
and Tso to create a § 103(a) rejection where Alberts and Tso have already been acknowledged 
to be insufficient to do so. 

Priority Dates 

Applicant has submitted an affidavit under 37 CFR 1.131, declaring and showing facts 
that demonstrate prior invention by Applicant. Examiner, in the Advisory Action mailed 
12/22/05, misstated the amount of time between the priority date of Batachia and Applicant's 
priority date. The actual amount of time is 32 days; not greater than one year, as asserted. 
Accordingly, Examiner's second and fourth paragraphs on page 2 of the 12/22/05 Advisory 
Action should be withdrawn. 

Diligence 

Examiner believes Applicant's affidavit to be ineffective to establish diligence from a 
date prior to the priority date of Batachia to Applicant's reduction to practice. See Advisory 
Action, 12/22/05, p. 2, f3. Examiner is required to provide reasons for a holding of non- 
diligence in the instance of a constructive reduction to practice. Examiner states that 
Applicant must demonstrate "daily and continued detailed work" on the invention. Applicant 
cannot find statutory or administrative support for this intensive requirement. Applicant 
believes Examiner has reached beyond his authority with this request and therefore it is 
improper. Applicant respectfully requests this paragraph 3 be withdrawn. 

Conception Date 

Examiner believes Applicant's affidavit to be ineffective to establish a conception of 
the invention prior to the priority date of Batachia. See Advisory Action, 12/22/05, p. 2, ^[5. 
Examiner is required to provide an explanation of deficiency in Applicant's affidavit. 
Examiner has not done so. Applicant is unable to properly respond to such an unexplained 
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finding of deficiency. Accordingly, Applicant respectfully requests paragraph 5 to be 
withdrawn. 

Reduction to Practice 

Examiner believes the evidence submitted in Applicant's affidavit to be insufficient to 
' establish a reduction to practice of the invention prior to the priority date of Batachia. See 
Advisory Action, 12/22/05, p. 2, ^[6. Examiner is required to provide an explanation of 
insufficiency in Applicant's affidavit. Examiner has not done so. Applicant is unable to 
properly respond to such an unexplained finding of insufficiency. Accordingly, Applicant 
respectfully requests paragraph 6 to be withdrawn. 

In view of the foregoing, Applicant believes the Advisory Action of 12/22/05 to be 
inappropriate and respectfully requests a finding of sufficiency of Applicant's affidavit and a 
withdrawal of the Advisory Action. Further, with the removal of Batachia as prior art to 
Applicant's Application, Applicant respectfully requests the Application as previously 
amended be allowed. 

Hewlett-Packard Company Respectfully submitted, 

1000 NE Circle Blvd. m/s 422B Diane R. Hammerstad 



Corvallis, OR 97330 
(541) 715-1694 




Raymond A. Jenski I 
Attorney for Applicant^ 
Registration No. 3 1 ,267 



Date: 
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